
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/684,952 



10/14/2003 



25962 7590 12/10/2004 

SLATER & MATSIL, L.L.P. 
17950 PRESTON RD, SUITE 1000 
DALLAS, TX 75252-5793 



Kaushik Kumar 



2003 P 53144 US 



3658 



EXAMINER 



CLARK, SHEILA V 



ART UNIT 



PAPER NUMBER 



2815 

DATE MAILED: 12/10/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 



Office Action Summary 


Application No. 

10/684,952 


Applicant(s) 

KAUSHIK KUMAR ETAL 


Examiner 

S. V. Clark 


Art Unit 

2815 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 1-8,17-23 and 31 is/are rejected. 

7) K Claim(s) 9-16.24-30 and 32 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claims 16, 28-30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The claims from which these depend fail to recite a "cap" to provide proper 
antecedent basis. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented 
or described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

Claims 1-8, 17-23, 31 are rejected under 35 U.S.C. 102(a) as being 

anticipated by Leu et al. 

Leu et al shows in for examples figures 3 and 4 a first insulating layer 326 

( i.e. organic material (see col. 11, line 5) , second in organic insulating 

layer ( see col.11, line 13). Col. 12 lines 1-15 teaches that said layers may 

be formed reversibly, inorganic and organic. Conductive regions 112, 1 16 

can be seen formed in both layers formed in vias whereby said vias are 

shown with at least some sidewalls that are vertical. The material recited 

in claim 6 is taught in col. 1 1 , line 7. Use of hard mask 339 is also taught. 

The claims contain method of making characteristics ( i.e. etchable) given 

no patentable weight in determining the final device product. 

Note that a "product by process" claim is directed to the product per se, no matter how actually made. In re Hirao 1 90 
USPQ 15 at 17(footnote 3). See also In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523, In re Fessman, 180 USPQ 
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324; In re Avery, 186 USPQ 161 and In re Marosi et at, 218 USPQ 289, ail of which make it clear that it is the patentability 
of the final product per se which must be determined in "product by process" claims, and not the patentability of the 
process, and that, as here, an old or obvious product produced by a new method is not patentable as a product, whether 
claimed in "product by process" claims or not. 



Claims 1-8,17-23, 31 are rejected. 

Claims 9-15, 24-27, 32 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
Babich et al and Furusawa et al are cited to show dual damascene 
structures having multiple insulating layers, vias and hard masks. 

Any inquiry concerning this communication should be directed to S. V. 
Clark at telephone number (571 ) 272-1 725. y y 
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